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Opi ni on by Chapnman, Adm nistrative Tradenark Judge:
Prelimnarily, a recitation of the recent procedural
history of this appeal is in order. On May 16, 2001 the
Board issued a final decision on this appeal affirmng the
Exam ning Attorney. Applicant tinely filed a request that
t he appeal be reopened because applicant’s attorney did not
receive a copy of the Exam ning Attorney’s February 23,
2001 appeal brief. On June 28, 2001 the Board vacated its
May 16, 2001 final decision, reopened this appeal, and
al l owed applicant tine to file a reply brief and/or a

request for an oral hearing. Applicant tinely filed a
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reply brief on July 12, 2001 (via a certificate of
mailing). Applicant’s attorney’s |law office was
subsequently tel ephoned by Board personnel to confirm
whet her or not applicant had filed a request for an oral
heari ng and was advi sed that applicant did not file a
request for an oral hearing. Thus, this appeal is now
fully briefed and ready for a final decision.

Decker Manufacturing Corporation seeks to register on
the Principal Register the mark D __ for goods identified,
as anended, as “netal fasteners, nanely nuts and pipe
plugs” in International Cass 6. The application was filed
June 10, 1998, based on Section 1(a) of the Trademark Act,
15 U. S.C. 81051(a), with applicant claimng dates of first
use and first use in conmerce of August 1959. The
application also included the follow ng statenents: “The
mar k conprises the letter D and a single digit nuneral
denoting a class. The nuneral is disclainmed apart fromthe
mark as shown.” The nmethod of use clause states that the
mark is used by “applying it to the goods.” A specinen of

record i s shown below (in reduced form?:

' W note that applicant’s drawi ng shows the mark as a letter “D
in a horizontal line and inmrediately next to the bl ank space

(“__"), whereas applicant’s speci nens showthe letter “D’ at the
top of the nut and the nuneral (on the specinen it is a “9”) on
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The Exam ning Attorney has refused registration on two
grounds: (1) that under Section 2(d) of the Tradenmark Act,
15 U. S.C. 81052(d), applicant’s mark, when applied to its
i dentified goods, so resenbles the previously registered

"2 in International O ass

mark D for “metal studs and nuts,
6, as to be likely to cause confusion, mstake or
deception; and (2) that the applied-for mark is a “phantont
mar kK whi ch violates the one mark per registration

requi rement of Sections 1 and 45, 15 U. S.C. 881051 and

1127, of the Trademark Act.

the bottomof the nut in vertical alignnment, with the hole in the
nut spatially separating the letter and the nuneral.

2 Regi stration No. 1,756,432, issued March 9, 1993, Section 8
affidavit accepted, Section 15 affidavit acknow edged. The
clained date of first use and first use in comerce is June 1
1961.
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When the refusals were made final, applicant appeal ed.
As expl ai ned above, the appeal is now fully briefed, and

applicant did not request an oral hearing.

“Phant onf Mar k Refusa

The Exami ning Attorney contends that the line in
applicant’s mark represents a changi ng or “phantonf
el enent, specifically any of the single digit nunmbers (0-
9), and that under the Trademark Act an applicant may
properly seek to register only a single mark in an
application for registration.

Appl i cant contends that “there are no phantom el enents
in the subject mark.” (Brief, unnunbered page 2).
However, applicant goes on to argue that because of the
statenments included in the application describing the mark,
there are a very limted nunber of elenents which can be
included in the mark, each nuneral designating a type or
class of netal fasteners; and that all of the possible
single digit nunerals placed with the letter D represent

m ni mal variances and “all represent a consistent
commercial inpression.” (Brief, unnunbered page 2).
Inits reply brief (submtted by applicant, as noted

previously, after receipt of the Board’ s initial fina

decision in this case), applicant contends that because its
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application includes a statenment that a portion of the mark
denotes a single digit nunmber which has been disclai ned,
“menbers of the public are well advised as to the nature of
applicant’s mark.” (Reply brief, p. 2.) Applicant
attenpts to distinguish its situation fromthat in the case
of Inre International Flavors & Fragrances Inc., 183 F. 3d
1361, 51 USPQR2d 1513 (Fed. Cir. 1999), arguing that the

I nternational Flavors case involved a mark where the
“phantoni portion thereof could include an “unknown” nunber
of marks, whereas applicant seeks a mark with a limted
nunber of possible single digit nunmerals; and that, unlike
the situation in the International Flavors case, it is
possi ble to conduct a search of all pernutations of
applicant’s mark, and in fact, “such a search would be
conparable to a search regarding a stylized mark.” (Reply
brief, p. 2.)

The Court of Appeals for the Federal Circuit addressed
the issue of “phantomi marks in In re International Flavors
& Fragrances Inc., supra, wherein the court stated as
foll ows (enphasis appears in the Court decision):

We agree with the Comm ssioner that
under the Lanham Act and the rules
promul gat ed t hereunder, a tradenmark
application may seek to register only a
single mark. See, e.g., 15 U S.C. 81051

(1994) (“The owner of a trademark...my
apply to register his or her trademark
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under this chapter on the principal

regi ster established:...”)

... The |l anguage of the rel evant
regul ati ons al so contenplate that an
application my seek to register only a
single mark. See, e.g., 37 CF.R
82.51(a)(1) (1998) (“In an application
under section 1(a) of the [Lanham Act,
the drawi ng of the trademark shall be a

substantially exact representation of
the mark as used on or in connection
with the goods...).

The Court noted that the Trademark Act gives federa
procedural augnentation to the conmon |aw rights of
trademark owners; and the | aw serves as constructi ve notice
to the public of the registrant’s ownership of a mark
t her eby preventing anot her user of that mark from clai m ng
i nnocent m sappropriation. Thus, “the mark, as registered,
must accurately reflect the way it is used in commerce so
t hat soneone who searches the registry for the mark, or a
simlar mark, will l|ocate the registered mark.”
| nternational Flavors, supra at 1517. “Phantoni narks do
not provide proper notice to other trademark users, thereby
defeating one of the vital purposes of the Trademark Act.

We agree with applicant that the “line” portion of its
mark represents a single digit nuneral, and that there are
a finite nunber of single digit nunmerals, specifically,
ten. However, as the Court enphasized, the Trademark Act

provides for the application for registration of “a
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trademark.” Even though the “mark” in applicant’s
application may represent a finite nunber of possible
marks, it clearly includes nmultiple marks. Moreover, any
search woul d necessarily require a search of at |east ten
mar ks, one of which would be for “DO0,” which could be
interpreted as the word “DO.” This is not conmparable to a
search of “a stylized mark”; it is conparable to searching
at |l east ten stylized marks. Mdreover, these multiple

mar ks create different commercial inpressions.

The variable elenment in the International Flavors
case, supra, was al so descriptive, but the Court
nonet hel ess found such applications are prohibited under
the statute. The “line” portion of applicant’s mark
represents a nuneral which is a class designation. The
cl ass designations are descriptive and applicant has
di scl ai med sane.

Applicant’s application for D __ is an attenpt to
regi ster several different marks in one application, which
is not permtted under the Trademark Act. Neither the fact
that there are only ten single digit nunerals nor the fact
that each of the single digit nunerals denotes a cl ass of
nmetal fasteners alters the reality that in this application
applicant seeks to register several marks in one

application in contravention of the Trademark Act.
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Section 2(d) Refusal

The Section 2(d) issue we nust determ ne is whether
applicant’s mark is so simlar to the cited registered mark
t hat, when used in connection with the same or simlar
goods, it wll be likely to cause confusion as to the
source or origin of the goods. See Kangol Ltd. v.
KangaROOS U. S. A Inc., 974 F. 2d 161, 23 USPQ2d 1945 (Fed.
Cr. 1992). Qur determnation of |ikelihood of confusion
is based on an analysis of all of the probative facts in
evidence that are relevant to the factors bearing on the
l'i keli hood of confusion issue. See Inre E. |. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).

We turn first to a consideration of applicant’s goods
vis-a-vis those of the cited registrant. W find that the
goods are in part identical (“nmetal nuts”), and are
otherwi se closely related (“nmetal fasteners, nanely pipe
plugs” and “netal studs”). Applicant does not argue to the
contrary.

Li kew se applicant does not argue, and we do not find,
any differences in the channels of trade or purchasers for
the respective goods. W nust presunme, given the
identifications, that such goods travel in the sane
channel s of trade, and are purchased by the sane cl asses of

purchasers. See Canadi an | nperial Bank of Comrerce v.
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Wl ls Fargo Bank, 811 F.2d 1490, 1 USP@@d 1813 (Fed. GCir.
1987) .

Turning then to a consideration of the respective
marks, it is well settled that marks nmust be considered in
their entireties. However, our primry review ng court has
held that in articulating reasons for reaching a concl usion
on the question of |ikelihood of confusion, there is
nothing inproper in stating that, for rational reasons,
nmore or | ess weight has been given to a particular feature
or portion of a mark, provided the ultimate conclusion
rests on a consideration of the marks in their entireties.
That is, one feature of a mark may have nore significance
t han another. See Sweats Fashions Inc. v. Pannill Knitting
Co., 833 F.2d 1560, 4 USPQ2d 1793, 1798 (Fed. Cir. 1987);
and In re National Data Corporation, 753 F.2d 1056, 224
USPQ 749, 752 (Fed. Cir. 1985).

Appl i cant concedes that the single digit nuneral
(represented by the “line” element of its nmark) denotes a
cl ass of fasteners, and applicant voluntarily offered a
di sclaimer of sanme. See In re Dana Corp., 12 USPQRd 1748

(TTAB 1989).3% Thus, the letter “D' is the doninant portion

®1In our May 16, 2001 decision, the Board cited In re Dana Corp.
12 USPQ2d 1748 (TTAB 1989) for the principle that terns used
nerely as nodel, style or grade designations do not serve to
identify and distinguish one party’s goods fromthose of another
and that this relates to the dom nance of the letter “D in
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of applicant’s mark, and woul d be so perceived by
purchasers, especially in view of applicant’s actual use of
the letter “D at the top of the nut and the nuneral
spatially separated therefrom appearing at the bottom of
the nut. In such circunstance, the marks are virtually
identical. See Textron Inc. v. Maqui nas Agricol as “Jatco”
S. A, 215 USPQ 162 (TTAB 1982).

Mor eover, consuners generally do not have the
opportunity to nake side-by-side conparisons. The proper

test in determning |ikelihood of confusion is not a side-

applicant’s mark when anal yzi ng the du Pont factor of
simlarities between the marks. |n attenpting to distinguish the
Dana Corp. case, supra, applicant states in its reply brief (p.
4) as follows:
“I'n Dana, the applicant sought to register

al phanuneri c desi gnati ons whi ch were not

i nherently distinctive and which had not acquired

secondary neaning. |In the instant application,

the mark which Applicant seeks to register has

been in use by Applicant since 1959. Gven this

| ong and conti nuous use, Applicant asserts that

the mark has acquired secondary neaning.”

There is no evidence to support applicant’s claim of
acquired distinctiveness. Mreover, in this case, it
is unclear as to what exactly applicant asserts has
acquired distinctiveness (e.g., the mark “D__" has not
been used and has not acquired distinctiveness). Nor
has applicant specified which of the marks DO, D1, D2,
D3, etc. have been used to such an extent that each
separate mark has acquired distinctiveness. Finally,
applicant has acknow edged the nuneral designations
are descriptive and that they are class designations
of applicant’s goods; thus, the principle of the Dana
Corp. case, supra, applies herein. In any event, a
claimof acquired distinctiveness cannot overcone the
Section 2(d) refusal.

10
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by-si de conparison of the marks, but rather is based on the
simlarity of the general overall commercial inpressions
engendered by the involved marks. See Puma-

Sport schuhf abri ken Rudolf Dassler KG v. Roller Derby Skate
Cor poration, 206 USPQ 255 (TTAB 1980). See al so, G andpa
Pi dgeon’s of M ssouri, Inc. v. Borgsmller, 477 F.2d 586,
177 USPQ 573 (CCPA 1973); and Spoons Restaurants Inc. v.
Morrison Inc., 23 USPQ2d 1735 (TTAB 1991), aff’d unpub’'d
(Fed. Cr., June 5, 1992).

While the mark applied for by applicant is D_, the
mar k as actually used by applicant, as evidenced by
applicant’s specinens, clearly shows that the letter and
the nuneral are spatially separated. Thus, we di sagree
with applicant’s argunent that “the mark as represented in
the application is the mark which wll be used by consuners
as a source identifier, nanmely D and a single digit
nunber.” (Reply brief, p. 3.) (Enphasis added.) The
purchasing public forns its inpressions of trademarks as
they are actually used in the marketplace, not as they
appear in federal trademark applications/registrations.

Based on applicant’s speci nens of record, show ng the
letter "D’ spatially distant fromthe single digit nuneral
(whi chever one of ten such nunbers), the purchasing public

will not perceive applicant’s mark as D_, but rather would

11
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see only the letter “D’ at the top, with the nunber
desi gnation denoting the class of netal fastener being
purchased. Applicant’s mark, as shown on its speci nens,
woul d be renenbered by purchasers as the letter “D,” which
is identical to the cited registered mark.*

Applicant’s argunent that there has been
cont enpor aneous use for over 39 years w thout evidence of
actual confusion is not persuasive. There is no evidence
of the circunstances of use by any party (e.g., nationw de
use or use in separate or limted areas; substantial sales
and/or advertising or very limted sal es and/or
advertising). Nor is there any information fromthe cited
regi strant regarding its experience as to actual confusion
or lack thereof. Applicant did not offer a witten consent
fromthe cited registrant. See In re Kent-Gnebore Corp.,

__UsP@@2d __ (TTAB, May 10, 2001). Applicant’s argument

* W are, of course, aware that the Examining Attorney originally
cited two registrations: Registration No. 1,756,432, which is
the basis for the final refusal in this appeal, and Regi stration
No. 1,263,383, which was not maintained as a basis for refusal in
the Exam ning Attorney’s final O fice action. Applicant’s
argunent that its mark “D__" is distinguishable fromthe cited
registration for “D', as well as fromthe other once-cited
registration for the mark shown bel ow

for, inter alia, “bolts, nuts, screws,” is not persuasive of a
different result herein. Wile the Patent and Trademark O fice
strives for consistency, each case nust be decided on its own
facts and record. O course, we do not have before us any
information fromthe file for Registration No. 1,263, 383.

12
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t hat because of the |long period of contenporaneous use
wi t hout evidence of actual confusion, “such an agreenent is
not necessary” (reply brief, p. 4), is not persuasive where
there is sinply no evidence regarding the relative scope
and nature of the respective uses of the marks by applicant
and regi strant.

Finally, applicant argues regarding the du Pont factor
of market interface between applicant and registrant that
t hey “have | ong been nenbers of the same comerci al

mar ket ,” but that applicant is not aware of any objections

fromregistrant regarding applicant’s mark; and that “[i]f
the mark is published, Registrant will have the opportunity
to oppose the sanme.” (Reply brief, p. 4.)

The applicant in the case of In re Dixie Restaurants
Inc., 105 F.3d 1405, 41 USPQ2d 1531 (Fed. G r. 1997) nade
this same argunent, and the Court responded as foll ows (at
1535) :

D xi e argues alternatively that the PTO
shoul d pass the mark to publication and
al low the registrant to oppose the
applicant’s mark, if it chooses. But
it is the duty of the PTO and this
court to determ ne whether there is a
i kel i hood of confusion between two
marks. (Citation omtted.) It is also
our duty ‘to afford rights to

regi strants w thout constantly
subjecting themto the financial and

ot her burdens of opposition
proceedings.” (G tations omtted.)

13
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O herwi se protecting their rights under
t he Lanham Act woul d be an onerous
burden for registrants.

Because we find that confusion is likely to occur in
this case, it is not appropriate to allow applicant’s mark
to be publi shed.

Based on the simlarity of the marks, the identica
and/or related goods, identical trade channels and sane
cl asses of purchasers, we find that applicant’s use of its
mark on its goods would be likely to cause confusion,

m st ake or deception in view of the cited registrant’s
mar k.
Deci sion: The refusal to register under Section 2(d),

and the refusal to register a “phantoni mark, are both

af firned.
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